REMARKS 

This is responsive to an Office Action mailed on April 23, 2009. The Office 
Action rejected claims 1, 6-16, 19-22 and 28. Applicant has amended claims 1, 13 and 16. The 
application currently includes claims 1, 6-16, 19-22 and 28. 

The Office Action rejected claims 1 and 13 under 35 USC § 112, second 
paragraph. Applicant has amended claim 1 to recite "a first same axial position" in line 4 and "a 
second same axial position" in line 8. With the amendment to the claim language. Applicant 
respectfully submits that there is sufficient antecedent basis for the recited limitations in the 
claim. 

Claim 13 was rejected for having insufficient antecedent basis for the limitation 
"the holders". Applicant has amended claim 13 to claim "the common holder". As such. 
Applicant respectfully submits that claim 13 now has proper antecedent basis. Applicant 
respectfully requests withdrawal of the 35 USC § 1 12, second paragraph, rejections of claims 1 
and 13. 

The Office Action rejected claims 1, 6-11, 16 and 19-21 under 35 USC § 102(b) 
as being anticipated by Takayama, Japanese Reference No. 63-40631. Applicant respectfully 
submits that independent claims 1 and 16 are not anticipated or rendered obvious by the 
Takayama reference taken alone or in combination. An element of independent claim 1 includes 
within the method moving the workpiece and/or the forming rollers in a direction along said axis 
of rotation. Claim 16 includes the claim element of means for moving the workpiece and/or the 
first set of forming rollers in a direction along said axis of rotation. 

Applicant respectfully submits that the Takayama reference neither discloses, 
teaches nor renders obvious at least this claim element. Rather, at best, the Takayama reference 
discloses a method of rolling a work piece utilizing a unitary flat tapered bead roller 3A. The 
unitary forming rollers can be moved only radially with respect to the workpiece. The Takayama 
reference discloses that the bead rollers 3A are moved radially towards and away from the 
workpiece to form the metal piece as best illustrated in FIG. 4. 

There is simply no disclosure of moving either the workpiece or the forming 
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roUers axially along the axis of rotation as claimed. Rather, the Takayama reference discloses 
forming a piece, such as disclosed in what appears to be FIG. 4, having straight edges and 
tapered surfaces. 

Moreover, referring to FIG. 1, there is no way to move either the workpiece or the 
tapered rollers axially along the axis of rotation in Takayama. Rather, it appears the end of the 
workpiece abuts the grooved flange part 3B which prevents movement toward the machine. 
Further, the element 1 would block any forward movement of the workpiece towards the shaft C. 

Also, Takayama cannot perform the stated function of the claimed invention. 
"Thus, parts of the workpiece that have been deformed by the first tool [set of forming rollers] 
are deformed by one or more subsequent tools almost immediately. As a result, the material, such 
as aluminium or steel, will have a relatively very limited opportunity, if any, to harden, so that 
the next operation will proceed relatively easily and the risk of the material being damaged or 
adversely affected is considerably reduced." (See page 2, lines 5-11 of the PCT application as 
filed). The structure disclosed in Takayama simply cannot perform the stated function as the 
tapered rollers do not move axially with respect to the workpiece. 

Claims 1 and 16 also recite that the holder is rotated is rotated about an axis which 
crosses the axis of rotation. Takayama discloses that the holders are rotated about an axis parallel 
to the axis of rotation. There is no disclosure or suggestion in Takayama that the holder is 
rotated is rotated about an axis which crosses the axis of rotation as claimed. 

It also should be noted that the tapered bead rollers 3A are of a single 
construction. Therefore, there is no disclosure of utilizing separate rollers as claimed. 

Independent claim 16 recites at least some of the same features recited in claim 1. 
For the foregoing reasons, the Takayama reference neither discloses, suggests or renders obvious 
a workpiece being fed axially into a position between the set of rollers or utilizing separate 
rollers as claimed. As such. Applicant respectfully submits that the Takayama reference neither 
anticipates or renders obvious independent claims 1 or 16. Reconsideration and allowance of 
claims 1 and 16 are respectfully requested. 

The Office Action also rejected independent claim 1 as being obvious of Koizumi, 
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Japanese Patent No. 59-193724 in view of the Takayama reference. Applicant respectfully 
traverses the rejection of independent claim 1. An element of independent claim 1 includes first 
and second sets of forming rollers which take up different axial positions with respect to the 
workpiece. 

There is no disclosure in the Koizumi reference or the Takayama reference of this 
claimed element. Rather, the Koizumi reference discloses rotating a plate 4 on a mandrel and 
spinning the plate. A carriage 6 moves rollers to press the plate along the contour of the mandrel. 
The Koizumi reference discloses utilizing three different rollers. However, each of the rollers 
travels in substantially the same path to further refine and press the plate against the contour of 
the mandrel. While the rollers are utilized to form the plate onto the mandrel, Applicant submits 
that the Koizumi reference does not disclose, suggest or render obvious sets of rollers that take 
up different axial positions with respect to the workpiece. Rather, each of the rollers has the 
same axial position and further aids to press the plate against the mandrel to form a selected 
shape. As such, the Koizumi reference neither suggests or renders obvious independent claim 1. 

The Office Action stated that the Koizumi reference does not disclose multiple 
roller sets having roller tools. The Office Action alleges that the Takayama reference teaches 
multiple roller sets 3 having roller tools 3A, 3B that are mounted on a common holder and 
extend to a different radial distance relative to the workpiece. The Office Action states that it 
would have been obvious to one of ordinary skill in the art at the time the invention was made to 
provide Koizumi with multiple roller sets on a conmion holder as taught by Takayama in order to 
actuate roller sets radially inward about the mandrel as the plate is being formed. The Office 
Action states that a person skilled would have been motivated to provide extra sets of rollers to 
speed production. 

Applicant respectfully submits that the Takayama reference does not disclose 
multiple roller sets. Rather, it is clear from the discussion regarding the allowability of 
independent claims 1 and 16, that the Takayama reference discloses a single roller having a 
selected form. As such, the Takayama reference does not cure the deficiencies of the Koizumi 
reference. 
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Further, one would not look to the Takayama reference to cure the deficiencies of 
the Koizumi reference. As stated with respect to the allowability of independent claims 1 and 16, 
the Koizumi reference discloses radially moving the flat head papered feed groove to form a 
workpiece having a selected geometry. The workpiece does not move along an axis. Otherwise, 
the workpiece could only have a constant diameter as defined by the diameter of the portion of 
the broad head papered feed groove 3 A closest to the groove flange part 3B. 

As such, there is no teaching or suggestion which would lead one of ordinary skill 
in the art to combine the Koizumi reference with the Takayama reference. Reconsideration and 
allowance of claim 1 are respectfully requested. 

The Office Action also rejected claims 6-15, 19-22 and 28. However, claims 6- 
15, 19-22 and 28 further define the invention as claimed in independent claims 1 and 16, 
respectively. Therefore, as least due to their dependency upon independent claims 1 and 16, 
claims 6-15, 19-22 and 28 are also allowable over the cited art. 

The foregoing remarks are intended to assist the Office in examining the 
application and in the course of explanation may employ shortened or more specific or variant 
descriptions of some of the claim language. Such descriptions are not intended to limit the scope 
of the claims; the actual claim language should be considered in each case. Furthermore, the 
remarks are not to be considered exhaustive of the facets of the invention which are rendered 
patentable, being only examples of certain advantageous features and differences, which 
applicant's attorney chooses to mention at this time. For the foregoing reasons, applicant reserves 
the right to submit additional evidence showing the distinction between applicant's invention to 
be unobvious in view of the prior art. 

Furthermore, in commenting on the references and in order to facilitate a better 
understanding of the differences that are expressed in the claims, certain details of distinction 
between the same and the present invention have been mentioned, even though such differences 
do not appear in all of the claims. It is not intended by mentioning any such unclaimed 
distinctions to create any implied limitations in the claims. 

For the foregoing reasons. Applicant submits that the present application is in 
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allowable form. Allowance of the present application is respectfully requested. 

A one-month extension of time is hereby requested for responding to the Office 
Action. Electronic payment for the extension of time fee is included herewith. 

The Director is authorized to charge any fee deficiency required by this paper or 
credit any overpayment to Deposit Account No. 23-1123. 

Respectfully submitted, 

WESTMAN, CHAMPLIN & KELLY, P.A. 



Bv: /PeterJ.Ims/ 

Peter J. Ims, Reg. No. 48,774 
900 Second Avenue South, Suite 1400 
Minneapolis, Minnesota 55402-3244 
Phone: (612) 334-3222 Fax: (612) 334-3312 



